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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 21-23 and 26-39 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Soane et al. ("Soane")(US 5,750,015). 

Regarding claims 21-23, 26, 27, 30-33, 36-38, Soane (Fig. 2) teaches a method 
comprising 

applying an electric field gradient to a solution containing charged particles under 
conditions that will cause at least some of the charged particles to focus along the 
length of a first channel (22) formed in a device (col. 9, In, 38-col. 10, In. 12 teaching 
focusing of particles near at site 30 near second channels 24, 26, 28 using convective 
force; col. 4, In. 24-31) and 

without transfer, applying an electric field to the focused charged particles to 
cause the focused charged particles to migrate through a sieve disposed in at least one 
second channel in said device, said at least one second channel situated proximate an 
area where at least some of said charged particles have focused, and said at least one 
second channel transverse to said first channel and in communication therewith (Id. 
teaching reaction and focusing of mixture along first channel 22 and then separation 
into second channels 24, 26, 28 via electric fields). Here, the use of a first and second 
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electric field gradients manipulating positive or negative charged particles in specific 
directions is implicit from the teaching of fine control of the mixture along the various 
separation channels and the teaching that the electrodes are "capable of generating 
fields in a variety of different ways in or order to move the cells or viruses through the 
field based on size, charge, or shape" (col. 9, In. 3-col. 10, In. 11). That is, Soane 
teaches the separation of materials of positive or negative electrical charges and simply 
adapting the electric field to that the specific charge type to move said materials. 
Further, Soane expressly teaches that the fields may be activated simultaneously 
(Abstract; col. 2, In. 48-col. 3, In. 63). 

Regarding claims 28, 29, Soane teaches controlling the mixture separation in the 
various channels by electrical connections contacting the movement area in the form of 
intelligent integrated circuitry which is interactive with a computer system that activates 
the various electric fields, thus a step of detecting said charged particles in said at least 
one second channel via a change in conductivity is implicit (Abstract; col. 3, In. 15-26). 

Regarding claims 34, 35, 39, Soane teaches the use of ports with reservoirs at 
the ends of the respective flow channels that apply a convective force using pumps (col. 
9, In. 1 1 et seq.). Here, as the reservoirs are underneath the ports, the convective force 
of gravity is inherent. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

< 

Claims 21-23 and 26-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Soane. 

Soane as set forth above teaches all that is claimed. However, under an 
alternative interpretation, Soane may not be regarded as expressly teaching the 
simultaneous application of electric field gradients and the positive and negative 
particles positioned as claimed. Here, it is simply unclear whether Soane applies the 
simultaneous field in the embodiment of figure 2. Soane, however, teaches 
sophisticated electrode control that provides for the migration of the particle mixture 
using simultaneously applied electric fields throughout his specification (Abstract; col. 2, 
In. 48-col. 3, In. 63; col. 4, In. 24-31 ; col. 9, In. 38-col. 10, In. 12 teaching "networks are 
in connection with a plurality of electrodes capable of generating fields in a variety of 
different ways in order to move the cells or viruses through the fields based on the size, 
charge or shape..."). Thus, as Soane teaches separation of the mixture along the 
central channel and the use of simultaneously applied electric gradients fields to 
accomplish such, the mere application of simultaneous electric fields to the figure 2 
embodiment cannot be regarded as a non-obvious modification. Further, based on the 
sophisticated electrode control and particle manipulation techniques taught by Soane, it 
is also regarded as a non-obvious modification to have the negative and positive 
particles to be positioned as claimed during the normal operation of the device. 
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Therefore, it would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the invention of Soane as taught above. 

Conclusion 

Any references not explicitly discussed above but made of record are considered 
relevant to the prosecution of the instant application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph C Rodriguez whose telephone number is 571- 
272-6942 (M-F, 9 am - 6 pm, EST). The Supervisory Examiner is Patrick Mackey, 571- 
272-6916. 

The Official fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

The examiner's UNOFFICIAL Personal fax number is 571-273-6942. 

Further, information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. 

Status information for published applications may be obtained from either Private 
PMR or Public PAIR. Status information for unpublished applications is available 
through Private PMR only. 

For more information about the PAIR system, see 

http://pair-direct.usDto.aov 

Should you have questions on access to the Private PMR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (Toll Free). 
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